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REMARKS / ARGUMENTS 

Status of Claims 

Claims 1-15, all of the claims pending in the application, are rejected. No claim is 
allowed. Claims 1 and 8 are amended. Of the pending claims, Applicant herein provides 
clarifying remarks to traverse the rejections. Claims 16-20 are added, leaving Claims 1- 
20 for consideration upon entry of the present Amendment. 

Applicant respectfully submits that the rejections under 35 U.S.C. §102(b) have 
been traversed, that no new matter has been entered, and that the application is in 
condition for allowance. 

Rejections Under 35 U.S.C, §102(b) 

Claims 1-15 are rejected under 35 U.S.C. § 102(b) as being anticipated by Coe 
(U.S. Patent No. 5,305,365) (hereinafter, Coe). The Examiner comments that Coe 
teaches the invention as claimed including "...the arm being mounted for rotation about a 
first axis (i.e. common axis of outer tube 90 and inner tube 110; col. 4, lines 35-39) 
substantially perpendicular to the direction of the examination arm and passing through 
the center of an examination position..." (emphasis added) (Paper 9, page 3). Applicant 
traverses this comment for the following reasons. 

Coe discloses a mammography system with a variable angle, rearwardly tilting 
mammograph adjustable to individual, standing or sitting patients in forwardly leaning 
posture to maximize breast tissue exposure to the mammograph by gravity (Abstract). 
Included in Coe's mammography system is an examination arm (12) mounted for rotation 
about a first axis (common axis of outer tube 90 and inner tube 1 10; col. 4, lines 35-39). 
However, notably absent from Coe is any disclosure of the first axis passing through the 
center of an examination position intended for an object to be examined, such that a 
switch-over from a cranio-caudal image to a side view image may result from rotation 
of the examination arm about the first axis with the object to be examined substantially 
stationary. 
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Applicant respectfully submits that "[a] claim is anticipated only if each and every 
element as set forth in the claim is found, either expressly or inherently described, in a 
single prior art reference." Verdegaal Bros. V. Union Oil Co. of California, 814F.2d 
628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987) (emphasis added). Moreover, "[t]he 
identical invention must be shown in as complete detail as is contained in the *** claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
1989). 

The Examiner states that "the teaching of Coe is interpreted as having the first 
axis passing through the center of an examination position", and that "[t]he area between 
the head and the receiver of Coe is interpreted as the 'examination position' ". (Paper 9, 
page 5) (Emphasis added). 

At the outset, Applicant respectfully submits that a claim is anticipated under 35 
U.S.C. § 102(b) only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference, and not merely taught by 
the reference where an interpretation, absent specific disclosure, is necessarily required 
for the rejection. 

To further define the boundaries of what Applicant considers to be the 
"examination position", as commented on by the Examiner at paper 9, page 5, Applicant 
herein amends independent Claims 1 and 8 to include the elements of "...the arm being 
mounted for rotation about a first axis substantially perpendicular to the direction of the 
examination arm and passing through the center of an examination position intended 
for an object to be examined, such that a switch-over from a cranio-caudal image to a 
side view image may result from rotation of the examination arm about the first axis 
with the object to be examined substantially stationary..." (Emphasis added). 

In comparing Coe with the instant invention, Applicant respectfully submits that 
Coe does not disclose each and every element of Claims 1 and 8. Dependent claims 
inherit all of the limitations of the respective parent claim. 

In support of the Examiner's position, the Examiner alleges that Coe includes a 
breast compression paddle (18) that is adjustable in a direction parallel with the 
examination arm (12), that the paddle (18) is therefore adjustable above the "first axis" 
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(common axis of tubes 90, 110), and that the teaching of Coe is interpreted as having the 
first axis passing through the center of the "examination position" where the 
"examination position" is interpreted to be the area between the head (10) and the 
receiver (16). (Paper 9, page 5). 

In comparing the amended claim language with the Examiner's interpretation, 
Applicant finds Coe, as best understood from the Examiner's interpretation, to disclose 
an "examination position" (i.e., the area between the head (10) and the receiver(16)) that 
is substantially different from the claimed "examination position" (i.e., an examination 
position intended for an object to be examined, such that a switch-over from a cranio- 
caudal image to a side view image may result from rotation of the examination arm about 
the first axis with the object to be examined substantially stationary). If the Examiner's 
interpretation of Coe's "examination position" reflects an accurate disclosure of Coe, then 
the first axis may possibly pass through the center of Coe's "examination position", but as 
disclosed in Figure 1, does not appear to necessarily pass "through the center of an 
examination position intended for an object to be examined, such that a switch-over from 
a cranio-caudal image to a side view image may result from rotation of the examination 
arm about the first axis with the object to be examined substantially stationary", as 
claimed. 

Paragraphs [0006] and [0013] disclose the claimed structure as being able to 
switch-over from a cranio-caudal image to a side view (or vice-versa) without needing to 
move the organ to be examined, such as the patient's breast, which results from the axis 
of rotation of the examination arm (first axis) passing through the center of the 
examination position intended for the object (the patient's breast) to be examined. 

In comparison, Coe discloses in Figure 1 a first axis (common axis as discussed 
previously) that does not pass through the center of the examination position intended 
for the object to be examined, and therefore cannot provide the advantage provided for in 
the invention as disclosed and claimed. In fact, Applicant submits that the first axis of 
Coe, as observed by referencing Figure 1, appears to pass through the head of the patient 
and not through the patient's breast, and therefore cannot anticipate the claimed invention 
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having a first axis that passes through the center of an examination position intended for 
an object to be examined, such as a patient's breast. 

In view of the foregoing amendment and remarks, Applicant respectfully submits 
that Coe does not disclose each and every element of the claimed invention and discloses 
a substantially different invention than the claimed invention, and therefore cannot be 
anticipatory. Accordingly, Applicant respectfully submits that the Examiner's rejection 
under 35 U.S.C. § 102(b) has been traversed, and requests that the Examiner reconsider 
and withdraw of this rejection. 

Regarding New Claims 16-20 

Applicant has alternatively claimed subject matter considered to be Applicant's 
invention by adding new Claims 16-20, which make particular reference to the 
arrangement of the first axis, the second axis, the axis of the examination arm, and the 
examination position intended for receiving the object to be examined. Here, the first 
axis is claimed to be substantially perpendicular to the direction of the arm and passing 
centrally through an examination position intended for receiving the object to be 
examined. All elements of Claims 16-20 maybe found in the application as originally 
filed. No new matter has been added. In comparing Claims 16-20 with Coe, Applicant 
submits that Coe fails to disclose or teach each and every element of the claimed 
invention. Accordingly, Applicant submits that Claims 16-20 are allowable over Coe, 
and respectfully requests notice thereof 
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The Commissioner is hereby authorized to charge any additional fees that may be 
required for this amendment, or credit any overpayment, to Deposit Account No. 07- 
0845. 

In the event that an extension of time is required, or may be required in addition to 
that requested in a petition for extension of time, the Commissioner is requested to grant 
a petition for that extension of time that is required to make this response timely and is 
hereby authorized to charge any fee for such an extension of time or credit any 
overpayment for an extension of time to the above identified Deposit Account. 


Respectfully submitted, 
ALAIN MARIE 



Reg. No. 48,894 


Address: 55 Griffin Road South, Bloomfield, Connecticut 06002 
Telephone: (860) 286-2929 
Fax: (860)286-0115 
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